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REMARKS 

Office Action Summary 

In the Office Action, the Examiner has refused the Applicant's claim for priority to 
the provisional date. The Examiner argues that "[t]he disclosure of the prior-filed 
application, Application No. 60/416488, fails to provide adequate support or enablement in 
the manner provided by the first paragraph of 35 U.S. C. 1 12 for one or more claims of this 
application. The application does not show the simultaneous storage of the pre-approved 
limit and balance on the IC card." (See Office Action, p. 2) 

Claims 1 through 23 have been examined, and stand rejected. Claims 8, 9, 16, 20, & 
21 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which Applicants regards as the 
invention. Furthermore, claims 8, 9, 16, 20, & 21 contain the trademarks/trade names EMV 
and M-Chip. The Examiner asserts that "[w]here a trademark or trade name is used in claim 
as a limitation to identify or describe a particular material or product, the claim does not 
comply with the requirements of 35 U.S.C. 1 12, second paragraph." (See Office Action, p. 2) 

The Examiner has rejected claims 1-21 under 35 U.S.C. § 103(a) as unpatentable over 
U.S. Patent No. 5,914,472 to Foladare (hereinafter "Foladare") in view of U.S. Patent No. 
4,837,422 to Dethloff (hereinafter "Dethloff ') and further in view of U.S. Patent No. 
3,594,727 to Braun (hereinafter "Braun"). 

The Examiner has rejected claim 22 under 35 U.S.C. § 103(a) as unpatentable over 
Foladare in view of Dethloff and Braun and further in view of U.S. Patent No. 4,745,267 to 
Davis (hereinafter "Davis"). 

The Examiner has rejected claim 23 under 35 U.S.C. § 103(a) as unpatentable over 
Foladare in view of Dethloff and Braun and further in view of U.S. Patent No. 5,256,863 to 
Ferguson (hereinafter "Ferguson"). Applicants respectfully traverses these rejections. 

Applicants cancelled claims 1-23 and respectfully present new claims 24-49 for 
examination. Applicants respectfully submit that no new matter has been added. 
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Rejection under 35 U.S.C. 1 12 

In the Office Action, the Examiner has refused the Applicants' claim for priority to 
the provisional date. The Examiner argues that "[t]he disclosure of the prior-filed 
application, Application No. 60/416488, fails to provide adequate support or enablement in 
the manner provided by the first paragraph of 35 U.S.C. 1 12 for one or more claims of this 
application. The application does not show the simultaneous storage of the pre-approved 
limit and balance on the IC card." (See Office Action, p. 2) 

Applicants respectfully submit that the disclosure of the prior-filed application, 
Application No. 60/416488, provides adequate support for claims of present Application in 
the manner provided by the first paragraph of35U.S.C. 112. The specification of prior-filed 
Application No. 60/416488, as filed, shows the simultaneous storage of the pre-approved 
limit and balance on the IC card and all other elements of the amended claims. This 
information is presented in MasterCard Chip - Business Functional Requirements for 
M/Chip Pre- Authorized, pages 5, 6-10, 14-15, 21, 25; MasterCard® Chip-Personalization 
Data Specializations for Debit and Credit, page 5-21 ; and Pre Authorized Debit - Product 
Plan, pages 7, 13. These documents were filed with USPTO on October 7, 2002 as a part of 
the provisional Application No. 60/416488. Applicants enclosed a copy of above mentioned 
provisional filing for the Examiner's convenience. Accordingly, Applicants respectfully 
request priority to be given to the provisional date. 

In an effort to more clearly claim the invention of the present application, Applicants 
have cancelled claims 1-23 and present new claims 24-42 for examination. Applicants 
believe that with this amendment the Examiner's rejections of claims 8, 9, 16, 20 & 21 are 
moot. 

With regard to the Examiner's rejection regarding the use of trademarks in the claim 
language, Applicants submit that the use of the EMV or MasterCard trademarks in some of 
the newly added claims does not render those claims indefinite, as the claims clearly identify 
the version of the published specifications at issue in each instance (which specifications are 
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published at <http://www.emvco.com>), and a person of ordinary skill in the art would 
clearly understand the metes and bounds of the claimed invention in light of the claim 
language. 

Rejection under 35 U.S.C. 103 

To reject claims in an application under Section 103, the Examiner must establish a 
prima facie case of obviousness. Thus, the Examiner must identify the teachings of the prior 
art, identify the differences between the claims and the prior art, and determine the level of 
skill in the pertinent art at the time of the invention. The Examiner must then provide an 
reasoned basis regarding why it would be obvious to modify the prior art to arrive at the 
claimed invention. 

Foladare teaches a system and method for allowing a parent to control the use of an 
ancillary credit or debit card which issued to a child. When the child presents the ancillary 
transaction card to a merchant in payment of merchandise, the merchant swipes the card and 
contacts a central computer for card authorization. If the credit limit of the card has been 
exceeded, the parent will be contacted to obtain a new authorization. 

Dethloff teaches a card and an electronic envelope combination which is issued to a 
single card-holder. This combination can be reprogrammed by the cardholder for use by a 
sub-user. The main card holder can assign a sub-PIN for use by the sub-user and opens a 
subordinate account for the allowed credit value within card's total credit value. This 
combination can be used in conjunction with a program for varying the value of units stored 
in the credit account. 

Braun teaches a system in which one or more central stations can communicate with 
peripheral stations as to information held or controlled by the central station for access by 
authorized users only. The central station verifies the entitlements of user access before 
permitting the access. Accounts are kept secure in this manner, permitting reduction of credit 
balance or increase of debit balance only to authorized users. 
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The combination of Foladare, Dethloff and Braun will not disclose or suggest all 
claimed features of the present Application. Applicants respectfully submit that as presented, 
the independent claims 24 and 37 are not a predictable use of prior art elements according to 
their established functions. In particular, the invention permits a traditional ICC (which is 
designed to be used as a credit or debit card) to be used instead as a stored value card, 
without having to alter or reprogram the acceptance terminals or the cards themselves to 
function in this new way (in contrast to more traditional stored value ICC, which require 
specialized terminals and a separate stored value application running on the ICC). None of 
the cited references alone or in combination disclose allowing a cardholder to make a 
prepayment to create a stored value card in this way. 

In addition, the invention recited in claims 24 and 37 permits a financial transaction 
without requesting on-line communication with a payment network for authorization of said 
transaction when the transaction amount of said transaction is less than a pre-authorized limit 
less a pre-authorized balance, and adding said transaction amount of said transaction to said 
pre-authorized balance. Furthermore, the present invention permits subtracting a first 
prepayment amount from an account having an account identifier and altering at least one of 
a pre-authorized balance and a pre-authorized limit stored on a integrated circuit device such 
that the difference between said pre-authorized balance and said pre-authorized limit 
increases by a second prepayment amount, said second prepayment amount based on a first 
prepayment amount, in response to satisfaction of at least one prepayment criteria. These 
features of independent claims 24 and 37 of present invention are not disclosed by Foladare, 
Dethloff or Braun, either individually or in combination. Consequently, Applicants 
respectfully submit that independent claims 24 and 37 axe not obvious and therefore 
allowable. 

Dependent claims 25-36 and 38-42 are also allowable at least for depending from 
claims 24 or 37. Moreover, dependent claims 25-36 and 38-42 are further allowable for 
reciting additional features not disclosed by the prior art relied upon by the Examiner. 

NY02:608006.1 -10- 



AP35471 - 070457.1324 
PATENT 

For example, claim 25 recites the additional feature of subtracting a first prepayment 
amount from an account that occurs before altering at least one of a pre-authorized balance 
and a pre-authorized limit stored on an integrated circuit device. This additional feature is 
not shown by any of the cited references. 

Furthermore, dependent claim 26 recites the additional feature of subtracting a first 
prepayment amount from an account that occurs after altering at least one of a pre-authorized 
balance and a pre-authorized limit stored on an integrated circuit device. This additional 
feature is not shown by any of the cited references. 

Dependent claim 27 recites the additional feature of subtracting a first prepayment 
amount from an account that occurs at the same time as altering at least one of a pre- 
authorized balance and a pre-authorized limit stored on an integrated circuit device. This 
additional feature is not shown by any of the cited references. 

Dependent claim 28 recites the additional feature of having at least one prepayment 
criteria that comprises receiving a prepayment request from a cardholder associated with an 
account. This additional feature is not shown by any of the cited references. 

Dependent claim 29 recites the additional feature of having at least one prepayment 
criteria that further comprises having a balance in an account greater than or equal to a 
prepayment amount. This additional feature is not shown by any of the cited references. 

Dependent claim 30 recites the additional feature of having at least one prepayment 
criteria that comprises receiving an on-line communication over a payment network for 
authorization of a transaction when said transaction amount of said transaction is greater than 
a pre-authorized limit less a pre-authorized balance. This additional feature is not shown by 
any of the cited references. 

Dependent claims 3 1 and 38 recite the additional feature where a second prepayment 
amount is equal to a pre-authorized balance. This additional feature is not shown by any of 
the cited references. 
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Dependent claims 32 and 39 recite the additional feature where a first prepayment 
amount is equal to a second prepayment amount. This additional feature is not shown by any 
of the cited references. 

Dependent claims 33 and 40 recite the additional feature of an integrated circuit 
device which is configured with an upper cumulative offline transaction amount data element 
compatible with version 2.1 of the MasterCard Chip card specifications. This additional 
feature is not shown by any of the cited references. 

Dependent claims 34 and 41 recite the additional feature where an upper cumulative 
offline transaction amount data element is used to store a pre-authorized balance on an 
integrated circuit device. This additional feature is not shown by any of the cited references. 

Dependent claims 35 and 42 recite the additional feature of altering at least one of a 
pre-authorized balance and a pre-authorized limit comprises transmitting a script message to 
update at least an upper cumulative offline transaction amount data element. This additional 
feature is not shown by any of the cited references. 

Finally, dependent claim 36 recites the additional feature wherein the at least one 
prepayment criteria includes making a determination that the difference between said pre- 
authorized limit and said pre-authorized balance has fallen below a predetermined threshold. 

In view of the foregoing, Applicants respectfully submit that dependent claims 25-36 
and 38-42 are also not obvious and thus allowable. 
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CONCLUSION 

The application is now believed to be in condition for allowance. Prompt and 
favorable action is respectfully requested. Should any fee be required, or if any overpayment 
has been made, the Commissioner is hereby authorized to charge any fees, or credit or any 
overpayments made, to Deposit Account 02-4377. The Examiner is invited to contact the 
undersigned to schedule a telephonic interview if he believes that would advance prosecution 
of the application. 




Patent Office Reg. No. 50,822 
(212) 408-2563 

eliot.williams@bakerbotts.com 

BAKER BOTTS, L.L.P. 

30 Rockefeller Plaza 

New York, New York 101 12-4498 

(212) 408-2500 

Attorneys for Applicants 
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